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WITEKOW & TERRANOVA 



Applicant has carefully studied the Qmsd |ion of 06 October 2003 and offers the 



experimentation MPEP § 2164.01. 

! Ill I 

In this p^cular case, the ExaminCjirjni 

someone of ordinary skill in the; art wouldiri|c 

letters, changing words such as "hi" to "he^j 

sadness" to the pmoticon ":C' and the like,;w 



t 



change other aspects of tlie appearance of tic 
and the like. Sikce the Examiner has not gr 
of the enablemept as required, this rejectioi^ 
Applicant requ^ts the withdrawal of the § 

Before ajddressing the rejections baslej 
of the present invention so that the remarks 
invention is designed to facilitate instant 
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following remarks. 

Initially! the Patent Office obj^ted 
issued a rejectiin under 3 5 U.S.C, § 112 fot jc 
disclosed in thei specification, AppKcant her|e|fe 
Applicant does note that the term is suppoi 
last sentence indicates thiit the audio brows be pii 

r • . . 'PI 

encompasses refernng to the audio browser 28 

is canceled, and the rejection and objection kne: ei 

J '-111! 
Claim 2$ was likewise rejected undiriB > 

was not described in the specification in suldK 6 
1 . Mi ll 

pertains. Specifically, the Patent Office alligbs t: 

! ■ •*'fi |5| 

appearance of t^e contenx is disclosed, the'gej 

i !' i 

such a manner ^s to enable someone of ordihj 

this rejection, ikitially. Applicant notes that 

reasonable basii to question the enablemdnb 

21 64.04. To debrmine if something is enab 

enabled if somejone of oniinary skill in the. 



li 



(g]009 



ings as failing to show an audio server and 
on the grounds that an audio server was not 
ils claim 29, thereby mooting the rejection. 

Lph 49 of the specification, wherein the 
include server processes. This statement 
ludio server. However, as noted, the claim 
moot. 

§ 1 12 as containing subject matter which 
||s to enable one skilled in the art to which it 
^hile changing a particular type of 

iging of appearance is not disclosed in 
in the art. Applicant respectfully traverses 
n is on the Examiner to establish a 
for the claimed invention, MPEP § 
St is articulated as: the claimed invention is 
te and use the invention without undue 



ovided any reasonable basis as to why 
j^to shift jfrom changing color, using capital 

paragraph 38), changing "emotion: 
Jdue experimentation to knowing how to 

such a$ font sizes, underlining, font types, 
|a$on or reasonable basis for the uncertainty 
er. Since the rejection is improper, 
on of claim 28 at this time, 
eferences. Applicant provides a summary 
lered in the proper context. The present 
itween a telephony user and a text based 
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WITHROW & TERRANOVA 



device user (such as a personal computecj].; 



the EM server a|id acts lil-:e another IM clietit tq 



an audio browj^r that in turn comrauBiodtfesii 
defines a profile that affects how messages firom. 
based device u^er. The specific example used 
personalities. If the profile is specified |t ( 
changed to a tiijjnber of different phrases: jtmis 
Likewise, if, as! described in paragraph 38ytiie di 

message meanifig "hi" is changed to "heyjiijor 

[ 1' I I 

to the second uj^er. In addition !fo the profile, tlie 

! j'jjtl ' 

within the message. These commands 

Some of tlie cohimands tire: eniotion, volk 

I j" 
referenced agaijast the message; meaning 

to conforai to t{ie command. If the emotion 



an unhappy emjoticon may be appended t&khe 
As acmehded, the independent P 
independent chums, Spccificalll'y, the perspkal 

• I j jjfU 

independent claims 1,13, and 25. Claimsii2| 4 
amendments tq claim 1 . Claitri 14 is cance! 

Claimsil, 4-11, 13, 16-23, 25 and:28 

hi*' 

unpatentable over Dowe is et al, in view df 

i l ki 

Patent Office t<^ establish prima facie dbyioi 
the analogous ^ferences all the claim eleiri^nl 
test for analogciusness is set forth in MPEE 




Tlie reference i|nust be 1) in the same fieEaf 



particular problem with which [Applicant |i 

even though it jnay be in a different fieldt'|)5|i 

^ j' [>{l'l ! 

because of the matter with which it dealsyilr 



[as 



I 



inventor's attention when considering his]^iol | 



Applies int has amendec^ mdepencJejiit 



amendments aj[e derived firom claims 2 anc 

I 



Hill 
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has an IM proxy that commutiicates with 
4 server. The IM proxy conraiunicates with 
elephony user. The telephony user further 
elephony user are presented to tlie text 
specification (paragraph 35 and Fig. 4) is 
t," then the message meaning "hi" is 
,g how it is presented to the second user. ^ 
ity is defined to be "Caribbean," the 



CD 



changing the appearance as it is presented 



Q 



hony user may provide characteristics S5> 
ionjunction with the message meaning. Ct 
like. Each, of these commands is 

CD 

;arance of the message meaning is changed ^ 
the text may be presented in a blue color, or ^ 
ssed to the second user. 

cients from claim 2 and 6 into the ^ 
tion of the profile is explicitly added to 
d 8 are amended in light of the 
of the amendment to claim 13. 
]ected under 35 U.S,C, § 103 as being 
Applicant respectfiilly traverses. For the 
Patent Office mast show where amongst 
ght or suggested. MPEP § 2143.03. The 
(a). Specifically, there is a two part test. 
t or 2) reasonably pertinent to the 
.ed. A reference is reasonably pertinent if, 
the inventor's endeavor, it is one which, 
rould have commended itself to an 

13, and 25 as described above. The 
Lcally, claim 2's profile has been brought 
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into claim 1 . Hie Patent Office admits tnat 
'"providing a prpfile*' (see pagej? of the (|fiice|Ac 
al. in view of Ejutta et ai. does not establidji prima 

Claims fZ, 3, 14, and 15 ivyere rejeeifed \^ 
Dowens et al, i^i view of Dutta 'et al. and 
traverses. Sinck the profile of claim 2 is 
as if the rejection could be appKed to am 

grounds that Ilirvitz et al, is ndn-analogo|L _ 

f ' I If ill I i ' 

As not^ above, the test 'for analojfe^^ 

is in the same ofendeayoi;inthisJiy.il 

The Horvitz reference does not| address ii|tjant 

extent, the reference is not in tlie same fic 

analogousness inquiry. Applicant then eL 

commended it^lf to Applicantj s attentiowvhep 
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©Oil 



tcessi 



text in an instaj^t messaging environmen' 

I i {\ 

to create template documents in a word p* 

work spaces at^system start up \col. 1, line 

data &om email (col, 2, lines 58r60), theie is rip 
I j !• Illlj I ' || 

appropriate to ibe the reference on the come^ !of 

message to the jtext base<l device user. TJi Isl, tl ie 



profiles with mjessage characteristics thej* 



an inventor facjng the problem ^f translalj e g a idi| 
To this extent, \he reference fail^ the sec 



anub 



fails both partsjof the analogousness test 
support the rejejction. Since the[referencs| c 
remaining references adrnittedl^ do not lq ichlr r 
cannot establisii prima facie ob|viousxies^| and h^ 



In the eyent 



that Horviti[et al. is]f Inhdv, d 



correspond to tfic recited claim) element. j| 
a source object and applying the data to < 
providing a pre file with a message chara 




1 




et al. in view of Dutta et al. fails to teach 
! a, paragraph 5), To this extent, Dowens et 
oie obviousness for the independent claims. • 
5 U.S.C. § 103 as being unpatentable over 
prvitz et al. Applicant respectfully 

1, it is appropriate to discuss this rejection 
1, Applicant traverses this rejection on the 

quires an inquiry as to whether the reference 
pt*s field of endeavor is instant messaging. 
Iging anywhere within its text. To this 
Ivor and fails the first pan of the 
reference to see if it would have logically 
idering the problem of translating voice to 
tz et al. does discuss profiles being used 
(ocument (col. 1, lines 38-45), configuring 
d extracting dates or other schedule related 
Lg or suggestion that it would be 
nstant messaging service, much less provide 
lurpose of affecting the presentation of the 
irence does not logically commend itself to 
jommands to text based instant messages, 
e analogousness test. Since the reference 
;e is not analogous and cannot be used to 
sed to support the rejection and the 
lest all the claim elements, the combination 
ms define over the rejections of record, 
bgous, Horvitz et al. still does not 

a generic teaching of extracting data from 
j£arget objects does not teach or suggest 
modifying how a message meaning is 
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presented to a 4xt based deviccj user. T^'i i!si€ sj ij|^Uy true since the sotirce object of the 
reference is anfemail file and tt le target object of 41 reference is an electronic calendar file fsee 
col. 2. lines 58^60). 

In lighttthe amendments^ Applica 
Dutta et al. with or without Horvitz et al 
reconsideration of the rejection 
Claims |12 and 14 were 
Dowens et al. ind Dutta et al. in view of! 



amended, the claims include aii lelement aciinii 

* |r Tj ■ 

Dutta et al. Ndthing in Hodges pi al. cures 

thu5j the comb^aation of the references 

Applicant requ^ts reconsideration of th^^-al 

For the Iforegoing reasocis, namell 1 :ip iljefp: 
I I j J 

combination with one another, do not teach 

j ^ \* I I 

changes the apj^earance of the message, App^l: 



ly opines that Dowens et al in yiew of 
ler the claims obvious. Applicant requests 

fljat the Examiner's earliest convenience. 

! 

I.e. § 103 as being impatentable over 

AppHcant respectfully traverses. As 
f taught or suggested by Dowens et al. and 
encies of the underlying combination and 
teach or suggest the claimed invention. 
s>r this reason. 

aces cited, either individually or in 
'I'' 

ist the profile containing a characteristic that 

11 

Hquests reconsideration of the rejection and 



claim allowance at the Examiner's earliest 
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